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Why does the IEEE-SA have a patent
policy?
IEEE strives to develop market-driven, industry
relevant standards that can be implemented
without hindrance. A potential hindrance could
be the assertion of Essential Patent Claims [i.e.,
standards essential patents (SEPs)] in the
absence of licensing assurance. The IEEE-SA
patent policy provides rules and processes
related to the goal of seeking and obtaining
patent letters of assurance (LOAs) providing
appropriate licensing assurance.
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Landscape Impacting the 2015 updates to
the IEEE-SA patent policy
 The expressed view of antitrust regulators, e.g.,
• Renata Hesse (Deputy Assistant Attorney General for Antitrust): Six
“Small” Proposals for SSOs Before Lunch
• EC: Statement of Objections to Motorola Mobility (Prohibitive Orders)
• Joaquí
n Almunia (Vice President for Competition Policy, European
Commission): Enforcement in the Knowledge Economy (“great need
for guidance”)1

 Decisions in a growing number of court cases, e.g.,
• Prohibitive Orders
 eBay v MercExchange

 Microsoft v Motorola

• Reasonable Rates
 Microsoft v Motorola (patent stacking)
 In re Innovatio IP Ventures, LLC (smallest saleable unit)
 Ericsson Inc. v. D-Link Sys., Inc. (RAND policies provide no guidance)

 Open discussion at PatCom Roundtable (June 2013)
1

http://europa.eu/rapid/press-release_SPEECH-12-629_en.htm
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Rationale behind the updates

 Legal and business landscape as previously
noted.

 IEEE believes that it is not sufficient for SDOs to
avoid their share of the responsibility and to
instead simply put the burden on the courts.

 It is much better for the rules of engagement to

be known and fully understood up-front
(through clear laws and clear SDO rules) than
after-the-fact, i.e., when a standard has already
been developed and deployed.
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Rationale behind the updates

(continued)

 The message of clarity  balance  stability for a system.
• Clear rules, understood by all in the same manner, are
needed up-front. This will allow for an environment that
can be balanced, i.e., and environment that considers the
interests of all parties (patent holders, implementers,
regulatory agencies, the courts, consumers/general
public/humanity). Once a system is balanced, it can
become stable; and stability will, hopefully, lead to an
environment that fosters innovation with multiple
beneficiaries (win-win-win type scenarios) and minimal
disruption (delays due to unknowns).

• SDO patent policies with an underlying assumption of
comity that only provide vague or non-existent definitions
of ‘reasonable’ and/or ‘non-discriminatory’ are not
sufficient.
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Prohibitive Orders
 Implementer and patent holder “should engage in good
faith negotiations (if sought by either party) without
unreasonable delay”

 Policy describes circumstances where patent holder
voluntarily agrees it will not seek Prohibitive Order

 Patent holder not precluded from seeking Prohibitive Order
where implementer

• “fails to participate in” or fails “to comply with the outcome of . . . an
adjudication, including an affirming first-level appellate review”
– Court or courts must have the authority to resolve all patent-related issues

 Patent holder not precluded from conditionally requesting

Prohibitive Order where failure to do so would permanently
waives its right
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Reciprocal Licensing
 Patent holder can require license applicant to grant a

license to the patent holder for the applicant’s own
Essential Patent Claims for the same IEEE Standard
 Submitter [of an LOA] cannot demand reciprocal licenses
and also seek to exclude patents held by Submitter’s
affiliate(s)
 Submitter shall not condition a license on the applicant
agreeing “to grant a license to any of the Applicant’s Patent
Claims that are not Essential Patent Claims for the
referenced IEEE standard, or . . . to take a license for any
of the Submitter’s Patent Claims that are not Essential
Patent Claims for the referenced IEEE Standard.”
 The policy does not preclude a licensor and licensee from
voluntarily negotiating any license under terms mutually
agreeable to both parties.
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Reasonable Rates
 Definition:
• “appropriate compensation to the patent holder for the practice of an
Essential Patent Claim excluding the value, if any, resulting from the
inclusion of that Essential Patent Claim’s technology in the IEEE
Standard”
• Patent holder is compensated, but not for value conferred by inclusion
in standard

 Recommended (non-mandatory) reasonable royalty factors
to be considered:

• Value contributed “to the value of the relevant functionality of the
smallest saleable Compliant Implementation that practices the Essential
Patent Claim”
• Value contributed “in light of the value contributed by all Essential
Patent Claims for the same IEEE Standard practiced in that [smallest
saleable] Compliant Implementation”
• “Existing licenses” that “were not obtained under the explicit or implicit
threat of a Prohibitive Order” and are “otherwise sufficiently
comparable”
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Nondiscrimination

 Policy provides a definition of “Compliant
Implementation”

• “any product (e.g., component, sub-assembly, or endproduct) or service that conforms to any mandatory or
optional portion of a normative clause of an IEEE Standard”

 Any maker of a Compliant Implementation is

entitled to the benefit of an LOA, but only “for use
in conforming with the IEEE Standard”
• Parties are free to negotiate a license for other uses
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What is an Accepted Letter of Assurance
that provides licensing assurance?
 IEEE-SA uses a template LOA form, which offers the patent
holder the following options in regards to providing
licensing assurance:

• Royalty-free licensing with reasonable, non-discriminatory terms and
conditions; or
• Licensing under Reasonable Rates with reasonable, non-discriminatory
terms and conditions; or
• Non-enforcement of Essential Patent Claims

 Use of IEEE’s LOA Form is the only acceptable means to
provide assurance.

 The IEEE-SA patent policy allows for, but does not require,
disclosure of potentially Essential Patent Claims.

•

Greater emphasis is placed on seeking licensing assurance than on
disclosure of specific patent information.
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What is an Accepted Letter of Assurance
that provides licensing assurance? (continued)
 An Accepted Letter of Assurance is an LOA that has been

voluntarily submitted by the patent holder and has been
accepted by IEEE. Accepted Letters of Assurance are made
available to the public at no charge on IEEE’s website.

 An Accepted Letter of Assurance is a contract between IEEE and

the patent holder, but implementers are intended beneficiaries of
the contract. Users and implementers may seek to enforce the
terms of any Accepted Letter of Assurance.

 A patent holder that voluntarily provides an LOA with licensing
assurance is voluntarily agreeing to be bound by the IEEE-SA
patent policy.
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Summary of the key points of the 2015
update to the IEEE-SA patent policy

Patent policy provides more clarity
regarding:

• “Reasonable Rates”
• Nondiscrimination between and among
implementers (through definition of “Compliant
Implementation”)

• Availability of Prohibitive Orders
• Permissible demands for reciprocal license
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What has happened since the 2015 update
to the IEEE-SA patent policy?
 LOAs:
• IEEE has accepted 175 LOAs that offer licensing assurance.
• IEEE has accepted 24 LOAs that decline to offer licensing assurance.

 Significant increase in standards development projects
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What has happened since the 2015 update
to the IEEE-SA patent policy?


IPlytics GmbH investigated IEEE’s success after the 2015 Patent
Policy Update. The following conclusions are from their April 2018
report* and are quoted with permission.
• More standards documents were completed and published in 2017 than
in any other year in the IEEE’s history;
• More new standardization projects were launched at IEEE in 2016 and
2017 than ever before in the organization’s history;
• IEEE’s membership has grown considerably since 2015, and it remains
the world’s largest standardization organization.

• Contributions to technical working groups at IEEE, and in particular in the
802.11 working group, are at historically high levels;
• The largest technology contributors at IEEE continue to declare their
patents subject to the IEEE’s patent policy;
• The handful of companies that have issued negative declarations are not
now, and never have been, among the more active contributors to
802.11; the data indicates that they are each relatively minor players in
development of the standard, and some are not contributors at all.
* See https://www.iplytics.com/wp-content/uploads/2018/04/IPlytics_Report-on-IEEE-activities_2018.pdf
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What has happened since the 2015 update
to the IEEE-SA patent policy?
Another indication of “acceptance” of IEEE standards might be the rate of
accreditation of IEEE standards by other standards organizations. …
Results presented in figure 3 confirm a positive trend in of the
international accreditation of IEEE beyond 2015.

From IPlytics GmbH April 2018 report and is quoted with permission.
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What has happened since the 2015 update
to the IEEE-SA patent policy?
… The top five technical contributors to 802.11ac were, in order, Intel, Qualcomm,
Broadcom, Cisco and ETRI. As shown in Figures 9 and 10, only about 2% of technical
contributions came from the Negative 5 companies – far less than the contributions
submitted by the top five contributors.
… the leading technical contributors to 802.11ax have been Qualcomm, Intel,
Huawei, Newracom and Broadcom. Intel and Qualcomm together were responsible
for about 25% of all technical contributions to the 802.11ax project.

From IPlytics GmbH April 2018 report and is quoted with permission.
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What has happened since the 2015 update
to the IEEE-SA patent policy?
Conclusion:
In our March 2017 study, we demonstrated that simply counting specific patent
declarations to IEEE (via LOAs) – and thus ignoring the vast majority of SEPs that
are subject to parties’ blanket declarations – was at best misleading. We further
demonstrated that there are far better ways to evaluate the health and success of an
SSO other than by mere LOA counts. For example, using that methodology, even
respected SSOs such as ETSI could have been (mis)cast as falling into significant
decline in recent years. Unfortunately, the methodological mistakes we noted in prior
studies seem to have carried over into a few subsequent papers, all focusing on LOA
counts rather than the far more important data we previously had presented.

Rather than seek to rebut yet again the mistaken premises of these types of
analyses, in this update to our March 2017 report we have endeavored to take a new
look at the updated empirical data, and offer our updated analysis grounded in (the
most relevant) facts. As demonstrated above, the facts are that 2017 was a record
year for IEEE’s standardization work, both generally and within the 802.11 working
group. We conclude that, by far more meaningful measures than mere LOA counting
(or negative LOA counting from companies that are not leading technical contributors
in any event), IEEE’s standardization work continues to thrive.
From IPlytics GmbH April 2018 report and is quoted with permission.
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What has happened since the 2015 update
to the IEEE-SA patent policy?
EC Statement: Setting out the EU approach to
Standard Essential Patents (29 Nov 2017)
–“Currently, licensing is hampered by unclear and
diverging interpretations of the meaning of FRAND.”
–“SEP holders may not seek injunctions against users
willing to enter into a licence on FRAND terms…”

Japan Patent Office: Guide to Licensing
Negotiations involving Standards Essential
Patents (5 June 2018)
–Like the IEEE Patent Policy, it proposes factors to be
considered when determining a reasonable rate.
–It notes a growing worldwide convergence on denying
injunctions in the case of a willing SEP licensee.
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